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Bef ore BARRETT, FLEM NG and TORCZON, Adm ni strative Patent
Judges.

TORCZON, Administrative Patent Judge.

FI NDI NGS OF FACT AND CONCLUSI ONS OF LAW
FI NDI NGS OF FACT
We have reviewed the record in its entirety in light of the
argunents of Applicant and the exam ner. Qur decision presunes
famliarity with the entire record. A preponderance of the

evi dence of record supports each of the follow ng fact findings.

! Counsel for Applicant failed to appear for the hearing
scheduled for 9 a.m on 5 August 1997. Cf. Paper 42 entitled

"Transm ttal of Confirmation of Oral Hearing Attendance".
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A. The nature of the case

1. This is an appeal fromthe final rejection of clains 1-
10 and 12-20. (Paper 28.) Cdaim1l has been cancel ed and no
other clains are pending. (Paper 24 at 1.)

2. The subject matter of the invention is an automatic
switching circuit for an image recording systemthat sw tches
froman intermttent recording node to a continuous recording
node upon detection of notion. (Paper 1 at 1.)

3. Claim 10 defines the subject matter of the invention as
fol |l ows:

A nmet hod of automatically swi tching recording
nodes of a recordi ng device, conprising:

converting optical information representing
objects into an electrical imge signal;

separating said electrical imge signal into a
conposite imge signal and a | um nance signal

separating said | um nance signal into a current
| um nance signal and a previous |um nance signal and
generating a difference signal representing differences
bet ween said previous |um nance signal and said current
| um nance signal indicative of novenment exhibited by
t he objects;

detecting said novenent by conparing said
di fference signal to a reference val ue;

recordi ng said conposite inmage signa
intermttently at a predetermned rate in the absence
of detection of said novenent; and

recording said conposite i mage signal continuously
in response to said detection of said novenent.
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4. The exam ner rejected clains 6, 9, and 15 under
35 U S.C. 8 112 as being indefinite. The rejection of claim?9
appears to rest on its dependence fromclaim®6. (Paper 24 at 2.)
The exam ner withdrew this rejection fromclains 6 and 15.
(Paper 29.) W presune this rejection has been w thdrawn from
claim9 as well.

5. The exam ner also rejected all of the clainms on appeal
under 35 U.S.C. 8 103 (Paper 24 at 3) as having been obvious in

light of the follow ng references:

Fol som 4,001, 881 4 Jan. 1977
Suzuki JP 59-2210942 12 Dec. 1984
Niitsu 5,132, 790 21 July 1992
(filed 27 Mar. 1991)
B. What the references teach
A person having ordinary skill in the art would have

appreciated fact findings 6 to 14 at the tinme of invention.

6. Fol som teaches caneras supplying a video signal to a
video recorder. (3:31-34.)

7. Recording may be in "tinme-lapse" (i.e., intermttent)
node or it may be in real-tinme (i.e., continuous) node. (3:19-

30.)

2 We rely on a translation that Applicant provided for
our understandi ng of this Japanese | aid-open application.

- 3 -



Appeal No. 96-3211
Appl i cation 07/928, 717

8. Fol som s system switches fromtimne-|lapse node to real -
time node "automatically" when an alarmbutton is pressed during
an enmergency. (4:31-48.)

9. Fol som does not teach detection of novenent by any
met hod or switching to real-tinme node based on detection of
not i on.

10. Suzuki teaches "driving a [television] and a [vi deotape
recorder] with the actuation of [a] sensor" activated by a
trespasser. (Abstract.) Suzuki describes automatic recordi ng on
detection as "conventional". (2:10-12.)

11. Suzuki lists "[p]hotoelectric, ultrasonic,
el ectroextraction, oscillation, or infrared type of sensors" as
appropriate in his system (3:3-4.) Many of these are directly
(e.g., ultrasonic sensors) or indirectly (e.g., photoelectric
sensors) notion detectors.

12. The two recordi ng nodes that Suzuki teaches are
continuous and off, not intermttent and continuous. (6:9-7:1.)

13. Suzuki does not teach detection of notion using
differences in a |um nance signal over tine.

14. Nitsu teaches that using a | um nance franme difference
signal to detect nmotion in a video signal is "conventional"

(1:13-22.) Nitsu generates a difference signal in part by
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subtracting a del ayed | um nance signal from an input |um nance
signal. (3:64-4:18.)

C. O her findings

15. The references reflect the level of skill in the art at

the tine of invention. Chore-Tine Equip., Inc. v. Cunberl and,

713 F.2d 774, 779, 218 USPQ 673, 676 (Fed. Cir. 1983). Applicant
has not, on appeal, urged an alternative |level of skill.

16. On appeal, Applicant has not presented any evidence of
secondary consi derations supporting patentability.

CONCLUSI ONS OF LAW

A Caiminterpretation
1. Claim10 is not witten in step-plus-function |anguage.
2. Clainms 1-9 and 12-20 are witten in neans-plus-function

| anguage. Applicant has not directly chall enged the equival ence
of structures in the references except as specifically noted in
t hi s opi ni on.

B. G ouping of clainms

3. Applicant states that each of the clainms on appeal are
argued separately and consequently stand or fall separately.
(Paper 33 at 7.) Qur review of Applicant's briefs indicates that
the foll owm ng groupings are argued separately with at |east sone

specificity: 1; 2-4; 5, 6 and 9; 7; 8; 10; 12; 13, 14, and 17;
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and 15, 16, and 18-20. Cdainms within these groupings stand or
fall together.

B. bvi ousness

4. Applicant argues that the proposed conbinati on does not
teach the novenment discrimnating means and the node contro
means of claim1, but only argues the node control neans
[imtation with specificity. (Paper 33 at 10-13.)

5. Applicant is correct that Fol som does not teach
swi tching between the intermttent and continuous recordi ng nodes
when notion is detected. W conclude, however, that the
conbi nati on of Folsomw th Niitsu and Suzuki does teach this
limtation. Suzuki teaches the desirability of detecting
i ntruders using various sensors including notion detectors.
Niitsu teaches a notion detection systemfor use in a video
system Fol somteaches a video surveillance systemw th an
intermttent node to avoid wasting videotape while still
recordi ng as much as possible. A person having ordinary skill in
the art woul d have been notivated to incorporate Fol som s
vi deot ape- savi ng node of operation into an intrusion detection
and recording systemlike Suzuki's. N itsu would have shown the
artisan how to do this using the video systemitself instead of

addi ti onal sensors.
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6. Fol som does not teach away fromthe conbi nati on because
it 1s Suzuki's purpose (intrusion detection) that would notivate
the artisan to conbine the references, not Folsom s (transaction
nmoni tori ng) purpose. The problem of wasting video during non-
alarm periods is the sane in both situations, however, and
provides the notivation to nodify an intrusion detection system
wth an intermttent/continuous recordi ng node swtch.

7. | ndependent claim 7 contains additional limtations.

Mor eover, Applicant specifically argues the differences between
his disclosed circuit and structures in the references.

(Paper 33 at 14.) The examner relies on the general skill in
the art (Paper 34 at 15), but fails to explain precisely what
woul d have led the artisan to Applicant's circuits or their
equi val ents. Thus, we conclude that the exam ner has failed to
provide a basis for rejecting claim?7.

8. We reverse the rejection of claim8 pro forma because
claim8 depends fromclaim?7.

9. Regardi ng claim 10, Applicant points out the difference
signal limtation and the two recordi ng nodes w thout any

argunent as to why these limtations are not net.® (Paper 33

3 In his reply brief, Applicant argues that claim10
recites specific circuitry like claim7. (Paper 37 at 11.) This
argunent finds no support in the |anguage of claim 10. Moreover,
unli ke the other clains on appeal, claim 10 does not use
means/ st ep- pl us-function | anguage, so it is not presuned to

-7 -
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at 14.) W conclude that the conbination of references neets
these limtations. W have already found that Niitsu teaches
generating a difference signal between successive conponents of a
recei ved | um nance signal indicative of novenent of an object.
Finding 14, supra. W have al so already expl ai ned how an arti san
woul d have been led to use Niitsu's lum nance franme difference
signal as a notion detector to switch fromintermttent node to
continuous node in the conbination of references. Conclusion 5,
supra. Thus, we conclude that the conbination neets all of the
contested limtations of claim10.

10. Applicant approaches claim 12 in nmuch the sane way as
claim10. Niitsu's notion detection neans generates a notion
detection signal. Suzuki uses a sensor signal, including notion
detection signals, to change recording nodes (on/off) in a
surveillance system Folsomteaches swtching between an
intermttent (videotape-saving) node and a continuous node in
response to an alarmsituation. See conclusion 5, supra.
Appl i cant has not explained howthe recited limtations (Paper 33
at 15, listing notion detection and two recordi ng nodes) overcone
t he conbi nation. Thus, we conclude the conbination renders

claim 12 obvious as wel|l.

trigger the nmeans-plus-function provisions of 35 U S.C. § 112.

- 8 -
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11. Applicant challenges the rejection of clainms 2-4 for
failing to account for the Applicant's specific circuit
conponents. (Paper 33 at 17.) The relevant circuits are
di scussed at pages 9-12 of the specification. The exam ner
relies on Nlitsu and skill in the art to teach these structures,
but does not explain how Niitsu teaches precisely the sane
structures or their equivalents. W cannot sustain the rejection
of clainms 2-4 without a showing that Niitsu (in conbination with
the other references) teaches these el enents.

12. dains 5 6, and 9 require gating neans. The exam ner
has not clearly identified a structure in Niitsu or the other
references that teaches this limtation. To the extent that the
exam ner i s suggesting that gating neans are inherent in the
conbi nation (Paper 34 at 17-19), we agree with Applicant that

this is not a proper application of inherency. In re Rijckaert,

9 F.3d 1531, 1534, 28 USPQ2d 1955, 1957 (Fed. Cir. 1993).

13. Regarding clainms 13-20, Applicant again argues that the
conbi nati on does not teach or suggest his particular circuits.
(Paper 37 at 11.) Again, the exam ner apparently relies on
i nherency to teach these elenents. (Paper 34 at 18-19.) N itsu,
by itself or in conbination wth Fol somand Suzuki, |acks
sufficient detail to determne whether its structures are the

sanme as or equivalent to the structures Applicant discloses in
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the specification. The exam ner has not provided an adequate
expl anation of why Niitsu in conbination with the other
references would have led an artisan to the disclosed circuits.
DEC!I SI ON
W affirmthe examner's rejection of clains 1, 10, and 12
under section 103. W reverse the examner's rejection of

clains 2-9 and 13-20 under section 103.



Appeal No. 96-3211
Appl i cation 07/928, 717

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a). See 37 CFR § 1.136(bh).

AFFI RVED- | N- PART

LEE E. BARRETT
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

Rl CHARD TORCZON
Adm ni strative Patent Judge
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